
foiapa 

Ft'om: Request@ip-10-170-20-87 .ec2. internal 

Sent: Thursday, April 19, 2018 7:13 AM 

To: foiapa 

Subject: Request for Document from Norkeviciute, 1Auguste 

Auguste Norkeviciute 

Caria us ir Gireno st. 42 

Vilnius, Foreign Country LT02189 

L thuania 

0037062443528 

auguste.norkeviciute@royaltyrange .com 

RoyaltyRange Europe .UAB 

· Request: 

COMP_NAME: IBIS TECHNOLOGY CORP 

OOC_DATE: 2000-03-24 

TrPE: 10-K (Annual Report) 

RECEIVED 
APR 19 2018 

Office of 
FOIA Services 

CJMMENTS: EXHIBIT 10.45, Form 10-K, filed on 2000-03-24 by IBIS TECHNOLOGY CORP 

EE_AUTHORIZED: Willing to Pay $61 

FE:E_WAIVER_REQUESTED: No 
E:-<PEDITED_SERVICE_REQUESTED: NO 



 
   

 
   

   

   
  

   
  

      
 

          
  

  

          
           
           
 

         
            
           

          
           

          
          

           
         
         

        

                              
 
   

UNITED STATES 
SECURITIES AND EXCHANGE COMMISSION 

STATION PLACE 
100 F STREET, NE 

WASHINGTON, DC 20549-2465 

Office of FOIA Services 
May 10, 2018 

Ms. Auguste Norkeviciute
RoyaltyRange Europe UAB
Dariaus ir Gireno st. 42 
Vilnius, LT-02189 

RE: Freedom of Information Act (FOIA), 5 U.S.C. § 552
Request No. 18-03997-E 

Dear Ms. Norkeviciute: 

This letter is in response to your request, dated and
received in this office on April 19, 2018, for access to
Exhibit 10.45, Form 10-K, filed on March 24, 2000 by Ibis
Technolgy Corp. 

The search for responsive records has resulted in the
retrieval of 14 pages of records that may be responsive to your
request. They are being provided to you with this letter. 

No fees have been assessed for the processing of this
request. If you have any questions, please contact me at
osbornes@sec.gov or (202) 551-8371. You may also contact me at 
foiapa@sec.gov or (202) 551-7900. You also have the right to
seek assistance from Ray J. McInerney as a FOIA Public Liaison
or contact the Office of Government Information Services (OGIS)
for dispute resolution services. OGIS can be reached at 1-877-
684-6448 or Archives.gov or via e-mail at ogis@nara.gov. 

Sincerely, 

Sonja Osborne
FOIA Lead Research Specialist 

Enclosure 

mailto:osbornes@sec.gov
mailto:foiapa@sec.gov
https://www.archives.gov/ogis/mediation-program/request-assistance
mailto:ogis@nara.gov
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LICENSE AGREEMENT 

This License Agreement (this "Agreement"), dated as ofJuly I, 1999, between IBfS;;, 

TECHN"OLOGY CORPORATION, a Massachusetts, USA corporation having its principal place 

ofbusiness at 32 Cherry Hill Drive;Danvers, Massachusetts 01923, USA ("IBIS") and 

MITSUBISIIl MATERIALS SllJCON CORPORATION, a Japanese corporation having its 

principal place ofbusiness at 314 Nishisangao, Noda-shi, Chiba-ken, 278, JAPAN ("MSIL"). 

WITNESSETH . 

WHEREAS, IBIS and Mitsubishi Materials Corporation, the parent company ofMSIL, -

are parties to a Business Development Agreement dated July 15, 1994 (the "Business 

Development Agreement") concerning the development, manufacture, distribution and sale of 

Separated by Implanted Oxygen Wafers ("SIMOX"); and 

WHEREAS, consistent with Phase II of the Business Development Agreement, MSIL is 

purchasing from IBIS an Ibis I 000 SIMOX Implanter; and 

WHEREAS, MSIL wishes to acquire from IBIS, and IBIS is willing to grant to MSIL, an 

irrevocable license ( except as otherwise provided herein) for certain know-how and process 

technology to be utilized by MSIL in connection with its operation of the Ibis 1000 SIMOX 

Implanter. 

NOW, THEREFORE, for valuable consideration, the receipt and adequacy of which are hereby 

acknowledged, and intending to be legally bound, the parties hereto mutually agree as follows: 



L 1 "Affiliate" shall mean, with respect to a party to this Agreement, any corporation, 

company, .P. artnership. and/or firm which controls or is controlled by or is under common control.. . .' ' ' ' ' ' : ' : '' " : '' ' 

with such party. For the purposes ~f this Paragraph, control shall mean: ( a) in the case of 

corporate entities, direct or indirect ownership of at least fifty percent ( 50%) of the stock or 

panicipating shares entitled to vote for the election ofdirectors; and (b}in the case of non­

corporate entities, direct or indirect ownership ofat least fifty percent (50%) ofthe equity interest 

or the power to direct the management and policies of such enciry. 

1.2 "Net Sales'' shallmean, with respect to any quantity of SL.vfOX Wafers subject lo 

royalty under this Agreement that aJ"e sold by MSIL or any oflts Affiliates, the gross invoice 

selling price for that quantity ofsuch SIMOX Wafers, less: (a) discounts and allowances to 

customers and(b) credits for returned goods. In the event that SIN1OX Wafers subject to this 

Agreement are soldin.combirtation•with any other•product sold by•MSIL •. or any of its Affiliates, 

then ·'Ne!Sales," for purposes ofdetenniningroyaity payments on the combination, shall be 

calculated using one ofthe following methods: 

(a) By multiplying the NetSales of the combination•by the •fraction A/A.,.B, where .--\ is 

the gross selling price, during the royalty paying period in question, . of the SIMOX 

Wafers sold separately, and B is the gross selling price, during the royalty period in 

question, of the other ptoduct(s) sold separately; or 

(b) In·the .eventthat·no such separate sales are made ofSThtlOX Wafers•or any ofsuch 

other product( s) in such combination package during the royalty paying period in 

question. Net Sales, for the purposes of detennining royalty payments, shall be 

calCtlla:ted 011 a fair and equitable basis. 

., 



1.3 . "Patent Riihts" shall mean rights owned or controlled by IBIS which arise under 

any United States or foreign patent applications or any patents issuing from said applications, 

including any divisions, continuations, continuations-in-part, re-examinations, extensions, or 

reissues thereof and patents of addition thereto, and which claim any Technology (as hereinafter 

defined). Presently existing Patent Rights are listed in Appendix A hereto. 

1.4 "SIMOX Implanter" shall mean thel31okeV1 60mA o3Ibis 1000 Implanter with 

full automated cassette load lock purchased by MSIL from IBIS pursuant to a letter from Mr. 

Yuichi Furukawa to IBIS dated April 14, 1998. 

1.5 "SIMOX Wafers" shall mean polished, single-crystalline silicon wafers into which 

oxygen ions are implanted by the SIMOX Implanter or any additional IBIS oxygen implanter 

purchased or leased by MSIL utilizing the Standard SIMOX and/or Advantox™ processes 

referred to in Appendix A. 

1.6 "Techno)o~" shall mean all production recipes, process technology, know-how, 

~-,,J inventions, improvements, discoveries or Patent Rights which are listed on Appendix A. 

1. 7 "Territory" shall mean~pan, Korea, Taiwan, Singaeore and Chinil 

2.1 IBIS will promptly infonn MSIL of any improvements to the Technology 

developed or acquired by IBIS and any patent applications and patents thereon shall be 

owned by IBIS. MSIL will promptly inform IBIS of any improvements to the 

Technology developed or acquired by MSIL, and any patent applications and patents 

thereon shall be owned by MSIL~ provided, however, if IBIS desires to utilize such 

improvements, whether patented or unpatented, MSIL shall grant a non exclusive 

license to IBIS to utilize any such improvement(s) subject to a royalty fee to be paid by 



.. 

IBI~ to MSIL in an amount to be negotiated, but shall not in any event exceerl{1.25o/~ 
,.T1 

of IBIS' net sales ofproducts utilizing any such improvements. c:::J 

2.2 IBIS shall be responsible for filing and prosecuting United States and foreign 

patent applications on the Technology developed or acquired by IBIS to the extent deemed 

desirable by IBIS in its sole discretion. While IBIS shall be responsible for making decisions 

regarding the scope and content of any such applications and prosecution thereof, MSIL shall 

have an opportunity to review and provide input thereto. The expenses in connection with filing 

and prosecution of any such patent applications, United States and/or foreign, and the 

maintenance of issued patents thereon shall be borne by IBIS. 

2.3 In the event that IBIS elects not to file a patent application on any invention 

referred to in Paragraph 2.2 of this Article or decides to discontinue prosecution or maintenance 

of any such application or maintenance of any patent issued thereon, MSIL may at its own 

expense file, prosecute, and/or maintain any such patent application or patent as the case may be, 

on behalf of, and in the name of IBIS and IBIS agrees to cooperate with any such efforts. 

2.4 MSIL shall be responsible for filing and prosecuting Japanese and foreign patent 

applications within the Territory on any improvements to the Technology developed or acquired 

by MSIL to the extent deemed desirable by MSIL in its sole discretion. While MSIL shall be 

responsible for making decisions regarding the scope and content of any such applications and 

prosecution thereof IBIS shall have an opportunity to review and provide input thereto. The 

expenses in connection with filing and prosecution of any such patent applications, and the 

maintenance of issued patents thereon shall be borne by MSIL. 

4 
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z.s In the ova that MSlL elects not to.rue • patent application on any inv 

referred to in Para8f1Ph 2.4 of this Artido or ciegdes to discontinue prosfJCUtion onn tenance 

of~y'suc::h applieation or m.ai.ntenan~ofany patent issued thereof. IBIS may u its o eJfPense 

file. pro~ and/or maintain any sudi patent application or patent u the case may b,., •on behalf 
l 

of; .and in the nam• ofMSIL·and MSn.. agrees to.eoopetate with.any .such efforts. 

J. l Upon the .tenJJS and.oondi.ti<>ns.set forth hercm, .IBIS .hereby grants to 

its.A!iliates .an·mvocable (~ceptas otherwise provided.herein) license to utilize the 

in connection with MSJL's and its Affiliates' \lse ofthe Sl'.MOX Implanter and any addi 'onal IBIS 

oxygen implaaters purehued or leased by MSII..for the purpose ofrnanufacturing S 

9.J. Th111 Jig_. JJ'll,lliwd by 111!1 wMl!t..aad Its Afl1!a1a et!er~~ J. l otfflb 

Article shall be exclusive within the Territory: Msn.. and its affiliates shall nofhave m right, 

other than the right to scl(SIMOX Wafers on a. non-exclusive bas.is, under such licen to utilize 

.the Technology for or in ·conn~tion with the manufacture.of SIMOX'Wafers ouuide. t e 

Tmitory. Suc.h license does not include ~y right to grannublic:e1Ue.1. 

3. 3 Ourinl the term ofthis Agrccmdlt and so Jong u l\1SlL is not fa de •·• with 

respect .to any pa.yn,.eut due t.o IBIS hereunder,. IBIS will not :sssert :Patent Ri~ta · to pr!vent 

MSit. frcm 1J$irlg or selling any qua.ntity 6£ SJMOX Wafers manufactured ·or scld ut ac ordance 
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CJc::::J 4.l Witbin 60 days following the e,tetution ofthis agreement, MSII.. shall pay to mxs ,--r-; I 
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4.2 In addition to the royalty fee set forth in Paragraph 4.1, MSIL shall pay IBIS a 
c:-:>
c::,

royalty o~o and one-half 2ercent (2.53/~fNet Sales from time to time of :z 
'Tl 

SIMOX Wafers up to{gecember 3 I, 2ooi] The initial royalty fee paid pursuant to 

Paragraph 4.1 shall ~ot be credited against royalties payable to IBIS pursuant to 

this Paragraph 4.2. 

4.3 Royalty fees for SIMOX Wafers with a buried oxide layer ofgreater than 

gooOAngstrom~thick will expire on{p.ecember 31, 200~ 

Royalty fees for SIMOX Wafers with a buried oxide ofless thangooo Angstromil 

thick are subject to renegotiation of the parties afte~ecember 31, 2oo}Jprovided, '.._:...J 

however, that the royalty shall not be more thanfvo and one-half percent(2.5o/~ ;~~ 
=r-~...... 

ofNet Sales of such SIMOX Wafers and shall be valid until the date mutually ' 
,

agreed upon, which shall be no later than the expiration date of the Patent Rights 

listed in Appendix A. If parties are unable to agree on the royalty fee applicable 

-· afte{i2ecember 31, 200llthe license granted hereunder for SIMOX Wafers with 
, T 

buried oxide of less than[i.ooo Angstrom~hick shall terminate . 

....... _,,.__ 

5.1 Beginning with the calendar quarter in which MSIL or an A..ffiliate makes a first 

commercial sale of SIMOX Wafers, MSlL shall provide to IBIS, within thirty (30) days following 

the end of such quarter, a written report setting forth the total Net Sales and the royalty due and 

payable to IBIS for such quarter, and MSIL shall remit to IBIS with such report the amount of 

royalty payments shown thereby to be due. Royalties shall be remitted in United States dollars. 

For converting any royalty that accrued in another currency into United States dollars, there shall 

6 
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be used the closing buying rates quoted by the Wall Street Journal for the last business day of the 

month in which the royalties were earned. 

5.2 MSIL shall keep complete and accurate records for the latest three (3) years 

showing the Net Sales by MSIL of SIMOX Wafers subject to royalty under this Agreement. 

Such records shall be in sufficient detail to enable the royalties payable hereunder by MSIL to be 

determined. MSIL agrees to permit such books and records to be examined, but not more often 

than twice in any calendar year. The examination shall be by an independent certified public 

accounting firm designated by IBIS and reasonably acceptable to and approved by MSIL. Any 

such audit shall be conducted during business hours of MSIL upon reasonable notice to MSIL. -

The purpose of any such audit shall solely be for verifying the royalties payable as provided for in 

this Agreement and said accounting firm shall only disclose to IBIS Net Sales and royalties on 

SIMOX Wafers sales and royalties due and payable thereon to IBIS. Any such audit shall be at 

the expense of IBIS unless any such audit reveals that MSIL has underpaid or understated 

royalties due to IBIS by more than five percent (5%), in which case MSIL shall reimburse IBIS 

for the cost of any such audit. 

5.3 Any tax required to be paid under the laws or governmental regulations of any 

country with respect to royalties payable to IBIS shall be promptly paid by MSIL 

provided, however, that any payments from MSIL to IBIS may be reduced by 

whatever taxes or charges, if any, which MSIL is required by law to withhold from 

such payments. MSIL shall furnish IBIS with proof of payment of such 

withholding taxes or charges to the appropriate governmental authority 

7 



ARTICLEYI - IER.i\1 AND TERMINATION 

6.1 This Agreement shall become effective upon the date first written above and shall 

expire on June 30, 2008, unless earlier tenninated as herein provided, and unless further extended 

:-~ 
for an additional period as may be mutually agreed upon After expiration of this Agreement, 

~:: J MSIL may freely use all rights, the Technology and other information which MSIL is granted by 

_: :.! IBIS hereunder for SIMOX Wafers with a buried oxide layer of greater thangooo Angstromu 

· -l thick. 

6.2 Ifany of the terms or conditions of this Agreement are breached by IBIS and such 

breach is not corrected with thirty (30) days after written notice thereof is given by MSIL to IBIS, 

then MSIL shall have the option to tenninate this Agreement by giving written notice thereof to 

IBIS. In such case, MSIL, after tennination of this Agreement, shall continue to have the right to 

freely use all rights, the Technology and other information which MSIL is granted by IBIS under 

this Agreement. 

6.3 If any of the terms or conditions of this Agreement are breached by MSIL and 

such breach is not corrected within thirty (30) days after written notice thereof is 

given to MSIL by IBIS, then IBIS shall have the option to terminate this 

Agreement by giving written notice thereof to MSIL whereupon MSIL shall 

immediately cease and desist from any further utilization of the Technology and the 

license granted hereunder shall be of no further force and effect. 

7.1 IBIS hereby warrants to MSIL that to its best knowledge and belief and to that of its 
Officers there are at the date hereof no rights of third parties which could be infringed by the 
performance of this Agreement by MSIL and which might detract from the value to MSIL of this 
Agreement. In the event that any third party claims against \,[SIL that the Patent Rights or the 

8 
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any statement. contract, warranty, representation or commitment on behalf of the other. MSIL 

and its employees' activities in connection with this Agreement will be conducted by MSIL at its 

own risk. 

ARTICLE X • CONFIDENIIALID:: 

10.1 The Technology shall be received by MSIL (including all appropriate employees, 

agents and independent contractors) in strictest confidence and used solely in furtherance of the 

activities contemplated by this Agreement, and shall be accorded at least the same degree of 

confidentiality and secrecy with which MSIL holds its own most confidential information of a 

similar nature but in no event less than reasonable care. The Technology shall not be disclosed in 

whole or in part to any persons other than: (i) employees or agents ofMSIL or independent 

contractors employed by MSIL who have reasonable need for access to such information in 

connection with MSIL's performance under this Agreement and who are bound to MSIL by a 

written agreement of confidentiality containing terms consistent with those contained in this 

Paragraph; and (ii) governmental authorities, as required, to obtain necessary regulatory 

clearances. The foregoing restrictions shall not apply to any such information: (a) which is, or 

subsequently may become, within the knowledge of the general public, without the fault of MSIL, 

(b) which is or was known to MSIL prior to the time of receipt thereof from IBIS, as shown by 

competent written records, or (c) which is subsequently rightfully obtained from sources other 

than IBIS and without confidential restriction in favor of MSIL. In the event that MSIL becomes 

legally required to disclose any aspect of the Technology, MSIL shall provide IBIS with prompt 

notice so that IBIS may, at its election, seek a protective order or other appropriate remedy 

and/or waive compliance with the provisions of this Agreement. In the event that such protective 

order or other remedy is not obtained, or that IBIS waives compliance with the provisions of this 

10 



Agreement, ~SIL shall furnish only that portion of the Technology which is legally required in 

the opinion ofMSIL's counsel. 

10.2 The confidentiality obligations in Paragraph 10. 1 above shall be applied to any 

Affiliate ofMSIL which has access-to the Technology. 

10.3 The same confidentiality obligations as those set forth in the Paragraph IO. I above 

shall be applied to IBIS with respect to any infonnation received by IBIS from MSIL under this 

Agreement, including, but not limited to, any improvements to the Technology. 

If at any time any third party shall infringe any unexpired Patent Rights licensed hereunder 

and MSIL shall give notice in writing to IBIS of the existence of such infringement, then MSIL 

may at its election bring suit in its own name or in the name of IBIS against such infringer. IBIS 

shall execute such legal papers necessary for the prosecution of such suit as may be requested by 

MSIL, and MSIL shall be liable for all costs and expenses of such litigation and shall be entitled to 

receive and retain all recoveries therefrom. IBIS will at all times fully cooperate with MSIL in the 

enforcement of the Patent Rights and shall furnish ~ISIL all infonnation and records requested by 

MSIL in connection therewith. The foregoing shall in no manner preclude IBIS from taking any 

action in its own behalf against any infringer. 

Any notice required under this Agreement shall be considered given upon the earlier of: 

(i) when actually received at the address set forth below; or (ii) two business days after such 

notice, properly addressed and shipped by overnight service providing evidence of delivery or by 

11 
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certified mail, .return receipt requested, is sent by either party to the other. The proper addresses 

for notice are as follows: 

Ifto IBIS: Ibis Technology Corporation 
3 2 Cherry Hill Drive 
Danvers, Massachusetts 
USA 
Attention: President 

, •j 

Ifto MSIL: Mitsubishi Materials Silicon Corporation 
314 Nishisangao 
Noda-shi, Chiba-ken 278 
JAPAN 
Attention: General Manager, SIMOX PROJECT 

13 .1 The formation, validity, construction and performance of this Agreement are 

governed by the laws of Japan. Any disputes arising out of or relating to this Agreement or breach 

thereof shall be finally settled by arbitration in Danvers, MA USA in accordance with the Rules of 

the American Arbitration Association ifMSIL demands arbitration and in Tokyo, Japan in 

accordance with the Rules of the Japan Commercial Arbitration Association if IBIS demands 

arbitration. 

13 .2 This Agreement constitutes the entire Agreement between the parties hereto with 

respect to the subject matter hereof and as such supersedes all previous written and oral 

negotiations, agreements, contracts, representations, letters of intent, understandings and 

commitments with respect thereto. This Agreement may be modified, discharged, amended, or 

extended only by a writing signed by a duly authorized representative of the parties. 

13 3 Should any court of competent jurisdiction later consider any portion of this 

Agreement to be invalid, illegal or unenforceable, it shall be considered severed from this 

Agreement. All other provisions, rights or obligations shall continue without regard to the 

12 



severed provision that the remaining provisions of this Agreement are in accordance with the 

intention of the parties. 

13.4 Neither MSIL nor IBIS shall make any news release or other public statement, 

whether to the press, stockholders or otherwise, disclosing the terms of this 

Agreement or of any amendment hereto, or the perfonnance hereunder or the 

existence of the arrangement between the parties without the prior written 

approval of the other party except as required by applicable law or regulation. 

MSIL shall not use IBIS' name or any IBIS' trademark without the prior written 

consent of IBIS. 

IN WITNESS WHEREOF, and intending to be bound hereby, the parties have caused this 

agreement to be signed by their duly authorized representatives. 

RATION 

Title: President & CEO 

Date: Seetember 21, 1999 

rvfITSUBISHI NIATERI.A.LS SILICON CORPORA.TION 

Name: Minoru Mizukoshi 
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AtPENDJXA 

IBIS I000 Oxygen Implanter energy and dose requirements, process flow and anneal 
conditions to replicate "Standard" ~IMOX, Advantox™ 120 and Advantox™ 170 & 190. .J 

r--·-
- - ,';->-' AdvantoxTM product line based on IBIS Technology Corporation energy contouring[iu.S. Patent No. 5,196,35@ 
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